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APPEAL BRIEF 

MS Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sir: 

As required under § 41 .37(a), this brief is filed within three months of the Notice of 
^peal filed in this case on May 27, 2005 with a one month extension of time, and is in 
furtherance of said Notice of AppeaL 

The fees required under § 41.20(b)(2) are dealt with in the accompanying 
TRANSMITTAL OF APPEAL BRIEF. 

This brief contains items under the following headings as required by 37 CFJl. § 41.37 
andM.P.E.P. § 1206: 



I. Real Party In Interest 

n Related Appeals and Interf^snces 

m. Status of Claims 

IV. Status of Amendments 

V. Summary of Claimed Subject Matter 

VI. Grounds of Rejection to be Reviewed on Appeal 
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Argument 
Claims 



Evidence 

Related Proceedings 
Claims 



Appendix A 



I. REAL PARTY IN INTEREST 

The real party in interest for fbds appeal is: 

KflUeGmbH 

n. RELATED APPEALS, INTERFERENCES, AND JUDICIAL PROCEEDINGS 

The undersigned is unaware of any other appeals, interferences, or judicial proceedings 
■which will directly affect or be directly affected by or have a bearing on the Board's decision in 
this appeal 

m. STATUS OF CLAIMS 

A- Total Number ofClaims in Application 
There are 21 claims pending in application. 
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B , Cuirent Status of Claims 

1, Claims canceled: N/A 

2, Qaims withdrawn from consideration but not canceled: N/A 

3, Claims pending: 1-21 

4, Claims allowed: 6-21 

5, Claims rejected: 1-5 

C. Claims On Appeal 

The claims on ^eal are claims 1-5 

IV. STATUS OF AMENDMENTS 

The claims in Appendix A incorporate the amendments indicated in the paper filed by 
Applicant on May 28, 2005. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

The present invention to involves an economically and ecologically better process to 
ptoduce sponge cloth which contains no or at least distinctly less troublesome impurities and has 
a consistently high quality. Such a sponge cloth is obtainable by the amine oxide process that 
utilizes solutions of cellulose in a mixture of an N-oxide of a tertiary amine and water ^ A 
particularly suitable N-oxide is N-methyhnoipholine N-oxide (NMMO). 

The inventive sponge cloth has a density of at least 109.6 kg/m^ which is based on 
cellulose and has been provided with an internal reinforcement The inventive sponge cloth has 
been obtained by an amine oxide process without being exposed to conditions where a blowing 
agent decomposes to form gaseous products so as to cause a foam. 

^ Widi respect to allowed roetiwd claims 6-21, cellulose is precipitated in a "badi containing an dilute aqueous 
NMMO solution as disclosed in the present application; pure NMMO would not work. Hus is noted in response to 
the Examiner's statement of reasons for allowance of these claims. 
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VI, GROUNDS OF OBJECTION TO BE REVIEWED ON APPEAL 

The single issue on appeal is whether claims 1-5 are patentable over WO 97/42259 
("Chevalier^*). 

Vn, ARGUMENT 

The Examiner contends that Chevalier teaches that the sponge cloth density can vary 
from 20 to 100 kg/m^ and this supposedly establishes density as a results effective variable. 
Applicants respectfully disagree^ Namely, Chevalier teaches a sponge or sponge cloth having a 
specific structure with macro- and micropores, v^rhich has a density of 20 to 100 kg/m^. To the 
contrary. Applicants* instantly claimed sponge cloth necessarily has a density of at least 109.6 
kg/m^ which is based on cellulose and has been provided with an int^nal reinforcement As 
admitted by the Examiner, the sponge cloth of Chevaher has a density from 20-100 kg/vo?, which 
is below the TniniinuTn density recited in claims 1-5, 

In other words, a sponge cloth obtained by an amine oxide process and the sponge cloth 
taught by Chevalier do not have the same properties. In particular, the present claim 1 recites a 
minimum preferred density which is above the highest permissible density for Chevalier, namely 
100 kg/w? ^. Thus, Chevalier does not anticipate claims 1-5 since the prior art does not 
contemplate the use of an amine oxide process as claimed by Applicant, and indeed, docs not 
teach or suggest a density higher than 1 00 kg/m^ . 

The PTO has the burden of showing a prima facie case of obviousness. IH reMayne, 104 
R3d at 1341 , A prima facie case of obviousness arises when the ranges of a claimed 
composition overlap the ranges disclosed in the prior art. See In re Peterson, 315 F.3d 1325, 
1329 (Fed Cir. 2003); In re Geisler, 116 R3d 1465, 1469 (Fed. Cir. 1997); /« re Woodruff, 919 
R2d 1575, 1578 (Fed. Cir. 1990); In reMalagari, 499 F.2d 1297, 1303 (CCP A 1974). Where 
the "claimed ranges are completely enconqjassed by the prior art, the conclusion [that the claims 
aro prima facie obvious] is even more conqjelling than in cases of mere overlap." Peterson, 315 

4 



PA(S 8/12 ^ R(a/D AT 8125/2005 3:47:53 PM [Eastern Daylight 



AUG. 25. 2005* 3:57PM CBL&H 202 293 6229 



NO. ?3?2 P. 9/12 



Application No.: 09/554,733 Docket No.: 22135-00005-US 

R3d at 1330. Even without complete overlap of the claimed range and the prior art range, a 
minor difference shows a prima facie case of obviousness. Haynes Int'l v. Jessop Steel Co,y 8 
FJd 1573, 1577 n.3 (Fed. Cir, 1993). 

Here, not only do the ranges not completely overlap, they do not overlap AT ALL, and 
instead are substantially different. Namely, claims 1-5 recite a ^onge cloth with a density of at 
least 109.6 kg/m^ while Oievalier teaches sponge cloth having a density of ftom 20-100 kg/m^ . 
There is simply no overlap, nor is there a **minor" difference. 

What a reference teaches or suggests must be examined in the context of the knowledge, 
skill, and reasoning ability of a skilled artisan. What a reference teaches a person of ordinary 
skill is not, as the Examiner shears to beUeve, limited to what a reference specifically "talks 
about" or what is specifically "mentioned" or "written" in the reference. Under the proper legal 
standard, a reference will teach away when it suggests that the developments flowing fiom its 
disclosures are unlikely to produce the objective of the applicant's invention. In re Gurley, 27 
F.3d 551, 553 (Fed. Cir. 1994). A statement thai a particular combination is not a preferred 
embodiment does not teach away absent clear discouragement of that combination. In re Fulton, 
391 F.3d at 1199-1200. The Examiner apparently believes that it was recogm2ed in the art at the 
time the invention that the sponge cloth density value was a variable that could be modified by 
adjusting the amount of pore former present, as well as the degree of compression of cellulosic 
dough in a mold for the purpose of providing an optimally durable sponge cloth with sufficient 
lifecycle longevity. However, there is simply no teaching or suggestion by Chevalier to control 
the amount of pore former in the cellulosic dough in order to achieve a density of the final 
product of more than 100 kg/m^. In fact, Chevalier teaches away^ from sponge cloths having 
densities above 100 kgto^. The presently claimed sponge cloth does not require such a specific 

' Since Chevalier teaches a density of from 20-100 kg/m\ ^plicauts' instant claims cover at least densities above 
those r^orted by Chevaher,ifnotliieraUy, at least under tiiedoctme of eqtn See Chevalier at page 21, 

lines 3-4 of flie WO publication. 

^ Chevalier recommends a pre-treatment of the cellulose (page 6, 1. 26, to page fi, 1. 3). The^ pretreatment is 
accon^anied by a degradation of (iie cellulose, te, the degree of polymerization (DP) is lowered, which has a 
negative effect on the mechanical prop^es and potentially the density of the final sponge article. 
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structure as in Chevalier, and contrary to the teaching of Chevalier, has a density above 100 

In Chevalier's examples, aqueous sodium hydroxide solution is the only solvent 
employed for the cellulose. Thus Chevalier does not employ an amine oxide process tis Edited 
in the instant claims 1-5. Indeed, Chevalier teaches that the NMMO process had previously only 
been mastered in the production of cellulose fibers (page 4, lines. 3-5; see also the equivaletit of 
Chevaher, US Patent No. 6,129,867 at coL 2, 1 64-67). 

The only intrinsic solvent for cellulose disclosed in detail in Chevalier is aqueous sodium 
hydroxide. Solely in the discussion of the state of the art Chevalier mentions N-methyl- 
morpholine N-oxide (NMMO) as solvent for cellulose in other processes. But in this respect he 
states that "[o]nly fiber production from solutions of cellulose in NMMO has currently been 
completely mastered, in particular by Courtaulds who market the fibers under the trade mark 
Tencel®" (page 4, lines 3-5). Thus, Chevalier thus does not provide any motivation to replace 
the only solvent he teaches, aqxieous sodium hydroxide solution, with an NMMO-solution. 

For all these reasons, it is respectfully subitutted that a sponge cloth obtained by the 
amine oxide process and having the properties as set forth in claims 1-5 of the present 
plication is therefore not anticipated, nor rendered obvious by Chevaher. 

Vm. CLAIMS 

A copy of the claims involved in the present ^peal is attached hereto as Appendix A. 
DC. EVIDENCE 

No evidence pursuant to §§ 1.130, 1.131, or 1.132 or entered by or rehed upon by the 
examiner is being submitted. 
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X. RELATED PROCEEDINGS 

No related proceedings are referenced in II. above. 

Applicant hereby auAorizes the Commissioner to please charge out Deposit Account No, 
22-0185, under Order No. 22135-00005-US in the amount of from which the undersigned is 
authorized to draw. 



Dated: August 25, 2005 Respectfully submitted, 



By_ 




j> Susan E. alhaw McBee 
✓^/l Registration No. : 39,294 
' CONNOLLY BOVE LODGE &HUTZ LLP 
1990 M Street, N.W., Suite 800 
Washington, DC 20036-3425 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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APPENDIX A 



Claims Involved in the Appeal of Application Serial No. 09/554,733 

I. (previously presented) Aspongeclothhavingadensity of atleast 109.6kg/m3 
which is based on cellulose and has heeti provided with an internal reinforcement, which has 
been obtained by an amine oxide process without being exposed to conditions where a blowing 
agent decomposes to foim gaseous products and so as to cause a foam. 



2. (previously presented) The sponge cloth of claim 1, wherein the amine oxide 
used in the process is N-methyhnoipholine N-oxide, 



3 . (previously presented) The sponge cloth of claim 1, wherein the mtemal 
reinforcement comprises cotton fibers, viscose fibers or a polymeric net. 



4. previously pres«ited) The sponge cloth of claun 1, mcluding at least one 
plasticizer. 



5. previously presented) The sponge cloth of claim 1, impregnated with a 
biocidally active agent 



8 



PAGE 1 2/1 2 ^ RCVD AT MODS 3:4/:53 PM [Eastern DayDght 




(iG. 25.- 2005 3: 56PM CBL&H 202 293 6229 ^^^'^^AHomEi^ ^0.7372 P. 3/12 

^UG 2 5 2005 

PTO/3B/ir (12-04V2) 

. . ^ Approved lor usa mrough 7/31/2006- 0M& 0651^2 

... a J « ^'^^ ™ "^aniark Oliftce: U^. [ffiPARTME NT OF COMMERCE 

under tha Papework Reduclion Ac! of 1B85. no peraon ara raqulred lo reepond to a coitectton of infefmation K^j^t u dHiaiava a vaSd QMB aontml numtier. 



CFTflc&m on i3fiiii/2004. 
Re* fiurauAnt to ttm Conaottd^tBdApfinpihUons Asi, 2005 (HJl 4810). 

FEE TRANSMITTAL 

For l=Y 2005 



I I Applicant clalnw amall entity cfalus. Sftft 37 CF R 1 .27 
TOTAL AIUiOUMT OF PAYMENT | ($) 620.00 



Cottml&tB If Known 



Application Number 



Filing Date 



First Named Inventor 



&cam1ner Name 



Attomgy Docket No. 



Q9/554J33-Conf. #2996 



May 19.2000 



Leo Mans 



A, A, Wachtel 



1764 



22136-00005-US 



METHOD OF PAYMENT (fchedc an that apply) 



Qch^k QcnetUtCsni | [Money Order [ [Noae Q Oiher (please identify): 
|T] Deposit AgcQunr D6pMriAcco6nifftjiTt)an.^:Oia5 Connoliv Bove Lodge & Hutz LLP 



Fortfi© abovfr-identined daposlt account, the Director le h wby authbrlzBd to: (check all that apply) 
[T] Crw/ga fee(fi) indicated below Q Chaige fee(s) indicated below, excfipt for the flUng fee 

F£E CALCULATION . " ' 



1. BASIC RLtNO, SEARCH, AND EXAMINATION FEES 





FlUNG FEES 


SEARCH FEES 


EXAMINATION FEES 


AnDlicatlonTVoe 




5fnall ^ntltY 
FeefSt 


Feeft^ 


Small Entltv 


Foof?) 


Small Entity 
Fee fSl 


Utility 


300 


150 


500 


250 


200 


100 


Design 


200 


100 


100 


50 


130 


65 


Plant 


200 


100 


300 


150 


160 


SO 




300 


150 


500 


250 


eoo 


300 


Provisional 


200 


100 


0 


0 


0 


0 



Fees Paid 



2. EXCESS CLAIM F^ES 
Foft Dcaerintlon 



Each claini over 20 Oscludiflg Reissues) 
Each mdepcndcm clatoa over 3 (including Reissues) 
Multiple dcpcndeni claims 
Total Cfaimg Extra Claims Fceffl 
-20- X » 



Fee Paid (gl 



IndOD. Cljlma 



EriraClaiiitt Feeffl 

X 



Fee Paid i$i 



F&ftfS^ 
50 
200 
360 

Multiple Dependent Claim* 
Efi&iSl Fee Paid fSt 



Smflll Enh'ty 



25 
100 
ISO 



3. APPUCATION SIZE FEE 

If (be specification and dmwines ejxeed 100 sheets of paper (exchidins electronically iiled sequence or conmuier 
listings imder 37 CFR 1^2(c)X the application size fcc due ia 1250 (S125 for small entity) for each additional 50 
Sbeecs or fraction thereof. See 35 U-S.C 4I(aXl)(G) and 37 CFR M 6(s). 

T9tiTy*«<y fatri g^n^T Nnmhar ef t«ih additional 80 or ftnefUwi ttigmaT Fee (St Fee Pard (S\ 

-^OQ* ^ ^murajuatoawhotenumhart » . 

4.0THERFEE(8) 

Non-English Spcddcaiiou, S 130 foe (no small entity discount) 
Other (e.g., late filing suiebarge): ^^^"^ Extensiort for response within firet mortth 

1402 Filing a brief in support of an appeal 



120.00 
500.00 




PA(23/12'R(afDAT8l25/2(ll)53:47:53PM [Eastern DayOgWTimej'S^^^ 



